v -<k^' .\ United States Patent and Trademark Office 




UNITED STATES DEPARTMENT OK COMMERCE 
United States Patent and Trademark Office 

Atidre« v'! A1V!SS!'"'\F:k '. 'F PA7TNTS AND 7RAI * V A w ;^ 

Alexandria, Vujtuua I ^ "5 ; J - 1 4 ?0 
www iirpfo 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO 


CONFIRMATION NO 



09 743.391 



21003 7590 

BAKER & BOTTS 

30 ROCKEFELLER PLAZA 

NEW YORK, NY 10112 



04 17 2001 

06 03 2003 



C hristine Bernegger-egh 



A33847-67425 



2379 



EXAMINER 



MARX. IRENE 



PAPER NUMBER 



DATE MAILED: 06 03 2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01 | 



i Application No. 

| 09/743,391 

Office Action Summary i Examiner — ~ 



Applicant(s) 
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The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
! Period for Reply 

' A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 136(a) In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

j - If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will by statute, cause the application to become ABANDONED (35 U S C § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b) 

Status 

1 )H Responsive to communication(s) filed on 3/1 7/03 . 
2a)D This action is FINAL. 2b)H This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4) Q Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) 10 and 11 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) 1-9 and 12-16 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)D accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )Q The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)Q Some * c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3 D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

140 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) n The translation of the foreign language provisional application has been received, 
i 15)0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
i Attachment(s) 

1) [X] Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 



2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTCM449) Paper No(s) . 6) □ Other: 
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The application should be reviewed for errors. 

To conform with standard practice and for the sake of clarity, independent claims should 
be amended to start with --The-- and dependent claims to start with —A—. 

Also for the sake of consistency, claims 3 and 4 should be amended to read "serine 
protease". 

The amendment filed 3/17/02 is acknowledged. Claims 1-9 and 12-16 are being 
considered on the merits. 

The amendment filed 3/17/02 is objected to under 35 U.S.C. 132 because it introduces 
new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall introduce new 
matter into the disclosure of the invention. The added material which is not supported by the 
original disclosure is as follows: 

No clear basis or support is found in the present specification for the changes to the 
specification in the paragraph beginning at page 3, two lines from the bottom. Applicants did not 
indicate the reasoning behind the changes or the basis therefor. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof b\ the applicant for a patent. 

Claims 1-9 and 12-16 are rejected under 35 U.S.C. 102(a) as being clearly anticipated by 
Dawson et ai (WO 99/10519). 

The claims are directed to the hydrolysis of a substituted-2-a/abicyclo[2,2]hept-5-ene-3- 
onc, wherein the substituent is acyh alkxycarbonyl or aryloxycarbonyl using a hydrolase such as 
an acylase and the subsequent reduction of a product. 

Dawson ct ai teach the hydrolysis of at least racemic tert-butyl-3- oxo-2- 
a/abicycIo[2,2]hept-5-cne-3-one and 2-acet\i-2-a/abicyclo[2,2]hept-5-ene-3-one using a 
hydrolase such as acylase w ith an effective amount of nucleophile and base at constant pH. Sec, 
e.g.. Examples 2 and 4, wherein the nucleophile is water, the base is contained in the phosphate 
buffer and the pH is constant at S.O. The optically active compound of formula II is inherently 
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produced. The reference teaches the subsequent reduction thereof in Example 3 using a metal 
hydride. The enzyme used, i.e., savinase is a serine protease and is the same as subtilisin. 

Thus, the claimed invention as a whole was clearly prima facie obvious, especially in the 
absence of evidence to the contrary. 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irene Marx whose telephone number is (703) 308-2922. The 
examiner can normally be reached on Monday through Friday from 6:30 AM to 3:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn, can be reached on (703) 308-4743. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is before final (703) 
872-9306 and after final, (703) 872-9307. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to Customer Service whose telephone number is (703) 308-0198 or the 
receptionist whose telephone number is (703) 308-1235. v , 



Irene Marx 
Primary Examiner 
Art Unit 1651 



